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~ r/i» MAIUNG DA TE of this communication appears on f/is cover stieet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH{S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of tingle may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
. ' . Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 

eamed patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )S Responsive to communication(s) filed on 07 October 2005 , 
2a)|3 This action is FINAL. 2b)n This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) 13 Claim(s) 1-15 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

: 6)H Claim{s) 1-15 is/are rejected. 

• 7)13 Claim(s) 1-15 is/are objected to. 
L 8)0 Claim(s) are subject to restriction and/or election requirement. 

Appllcatidn Papers 

9)S The specification Is objected to by the Examiner. 

10) 13 The drawinQ(s) filed on 07 October 2005 is/are: a)l3 accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 . 121 (d). 

1 1) 13 The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

.12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)n All b)n Some * c)^ None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 
. . application from the International Bureau (PCT Rule 17.2(a)). 

:• : *:S.ee the attached detailed Office action for a list of the certified copies not received. 

Attachinent(8) 

1) 13 Notice of References cited (PTO-892) 

2) n Notice of Drafts person's Patent Drawing Review (PTO-948) 
:3) Q] Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 

: Paper No(syMaiI Date 

• U.S. Patent and Trademark Office 

PTOL-326 (Rev. 7-05) Office Action Summary Part of Paper No./Mail Date 200601 1 1 



4) □ Interview Summary (PTO-413) 

Paper No(syMajl Date. . 

5) ED Notice of Informal Patent Application (PTO-1 52) 

6) □ Other: . 
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DETAILED ACTION 
Specification 

1. The disclosure is objected to under 37 CFR 1 .71 , as being so incomprehensible 
as to preclude a reasonable search of the prior art by the examiner. However, in the 
interest of compact prosecution, a proper prior art search and rejection is made as 
detailed below. 

2. The abstract of the disclosure is objected to because it contains numerous 
grammatical errors and is unclear. Correction is required. See MPEP § 608.01(b). 

3. 35 U.S.C. 112, first paragraph, requires the specification to be written in "full, 
clear, concise, and exact terms." The specification is replete with terms which are not 
clear, concise and exact. The specification should be revised carefully in order to 
comply with 35 U.S.C. 112, first paragraph. Examples of some unclear, inexact or 
verbose terms used in the specification are: "consists in", "allowing to" (see Abstract), 
"do not use return channel towards the managing centre" (see p. 1, line 23), "others 
element" (see p. 2, line 29), "must satisfy the conditions of processing of the messages 
supposed to be received previously" (see p. 3, lines 2-4). 

4. A substitute specification in proper idiomatic English and in compliance with 37 
CFR 1 .52(a) and (b) is required. The substitute specification filed must be accompanied 
by a statennent that it contains no new matter. 



Claim Rejections - 35 USC §112 
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5. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the t)est mode contemplated by the inventor of canying out his inventton. 

1:6.. Clainns 1-15 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject nnatter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the Inventor(s), at the time the application was filed, 
had possession of the claimed invention. The first paragraph of 35 U.S.C. 112 requires 
that the "specification shall contain a written description of the invention." "[Tjhe 
essential goar of the description of the invention requirement is to clearly convey the 
information that an applicant has invented the subject matter which is claimed." In re 
■ Barker, 559 F.2d 588, 592 n.4, 1 94 USPQ 470, 473 n.4 (CCPA 1 977). Another : 

objective is to put the public in possession of what the applicant clainns as the invention. 
See Regents of the University of California v. Eli Lilly, 119 F.3d 1559, 1566, 43 USPQ2d 
1398, 1404 (Fed. Cir. 1997), cert, denied, 523 U.S. 1089 (1998). To satisfy the written 
description requirement, a patent specification must describe the claimed invention in 
sufficient detail that one skilled in the art can reasonably conclude that the inventor had 
possession of the claimed invention. See, e.g., Moba. B.V. v. Diamond Automation, 
Inc;, 325 F.3d 1306, 1319, 66 USPQ2d 1429, 1438 (Fed. Cir. 2003). Examiner submits 
that the Specification as presented does not clearly describe the claimed invention with 
sufficient detail and in such a manner that one of ordinary skill in the art could 
reasonably ascertain that the disclosure actually supports the claimed invention, and 



. Application/Control Number: 1 0/088,01 8 Page 4 

Art Unit: 2144 

thus conclude that the invention claimed was in possession of the inventor at the time of 
filing. 

. 7. An applicant shows possession of the claimed invention by describing the 
claimed invention vyith all of its limitations using such desaiptive means as words, 
structures, figures, diagrams, and formulas that fully set forth the claimed invention. 
Lockwood v. American Airlines, Inc.. 107 F.3d 1565, 1572, 41 USPQ2d 1961, 1966 
(Fed. Cir. 1997). An adequate written description of the invention may be shown by any 
description of suffjcjent, relevant, identifying characteristics so long as a person skilled 
in the art would recognize that the inventor had possession of the claimed invention. 
See, e.g., Purdue Pharma L.P. v. Paulding Inc., 230 F.3d 1320, 1323, 56 USPQ2d 
1481 , 1483 (Fed. Cir. 2000). While Applicant has provided a written disclosure and 
accompanying figures, the level of detail supplied is inadequate and hindered by a lack 
of clarity in presenting evidence that the Applicant had possession of the claimed 
invention. 

8. The courts have described the essential question to be addressed in a 
description requirement issue in a variety of ways. An objective standard for determining 
compliance with the written description requirement is, "does the description clearly 
. allow persons of ordinary skill in the art to recognize that he or she invented what is 
claimed." In re Gosteli, 872 F.2d 1008, 1012, 10 USPQ2d 1614, 1618 (Fed; Cir. 1989). 
Examiner asserts.that the Specification does not readily and clearly allow one of 
ordinary skill in the art to recognize any such invention as the one claimed by Applicant, 
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and thus fails to meet the written description requirement set forth in the first paragraph 
of35U.S.C. 112. SeeMPEP§2163. 

9. Claims 1 -1 5 are rejected under 35 U.S.C. 1 1 2, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it Is most nearly connected, to make and/or use the 
invention. Examiner submits that the Specification does not provide a sufficiently 
detailed description of how one of ordinary skill in the art could make or use the clairned 
invention. The requirement that the specification describe the invention in such terms 
that one skilled in the art can make and use the claimed invention is to ensure that the 
invention is communicated to the interested public in a meaningful way. The 
information contained in the disclosure of an application must be sufficient to inform 
those skilled in the relevant art how to both make and use the claimed invention. 

10. The test of enablement is whether one reasonably skilled in the art could make or 
use the invention from the disclosures in the patent coupled with information known In 
the art without undue experimentation. The disclosure as filed does not contain 
sufficient information regarding the subject matter of the claims as to enable one skilled 
in the pertinent art to make and use the claimed invention. Undue experimentation 
would be necessary in executing the invention as presently claimed as the level of detail 
supplied by the disclosure is inadequate in convey how to both make and use the 
invention to one or ordinary skill in the art. For example, the Specification provides no 
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details describing how to "[add] to each message a conditional block which determines 
if [a] message is to be processed" as recited in independent claims 1 and 10. See 
•MPEP§2164. 

11. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification sliall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his inventbn. 

12. Claims 1-15 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly daim the subject matter which 
applicant regards as the invention. 

. 13. Regarding claims 1 -1 5, the claims are generally narrative and Indefinite, failing to 
conform with current U.S. practice. They appear to be a literal translation into English 
from a foreign document and are replete with grammatical and idiomatic errors. 

14. Claim 1 recites the limitation "the previous processing". There is insufficient 
antecedent basis for this limitation in the claim. 

15. Claim 3 recites the limitation "the processing state". There is insufficient 
antecedent basis fo/ this limitation in the claim. 

16. Claim 4 recites the limitation "the subscriber database". There is insufficient 
antecedent basis for this limitation in the claim. 

17. Claim 5 recites the limitation "the incoming messages". There is insufficient 
antecedent basis fqr this limitation in the claim. 

18. Claim 5 recites the limitation "the increasing of a stack pointer". There is 
insufficient antecedent basis for this limitation in the claim. 
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19. Claim 14 recites the limitation "the instructions received". There is insufficient 
antecedent basis for this limitation in the claim. 

20. Claim 1 5 redtes the limitation "the separator of management messages". There 
is insufficient antecedent basis for this limitation in the daim. 
,2^. Claim 15 recites the limitation "the processing centre". There is insufficient, 
antecedent basis for this limitation in the claim. 

22. Claim 1 5 recites the limitation "the subscriber module". There is insufficient 
antecedent basis for this limitation in the claim. 

23. Claim 1 5 recites the limitation "the memory". There is insufficient antecedent 
basis for this limitation in the claim. 

Claim Rejections - 35 USC § 102 

24. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the Invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 

States. 

25. Claims 1-15 are rejected under 35 U.S.C. 102(b) as being anticipated by Deiss 
(U.S. Pat. No. 5,802,063). 

26. Regarding claims 1 and 10, Deiss disclosed a method and system of chain of 
database managing messages between a management centre and a plurality of 
subscriber databases, each management message member of this chain comprising a 
chain header, a chain identifier allowing the simultaneous transmission of several 
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chains and a chain Index allowing to identify the message in the chain (see column 2, 
line 55 through column 3, line 6), wherein this method comprises the step of adding to 
each message a conditional block which determines if this current message is to be 
processed without references to all or part of other message member of the chain (see 
column 5, lines 1 ^^-43), and in the negative event, this conditional block comprises 
conditions linked to the previous processing of all or part of other messages member of 
the chain (see column 5, lines 1 1-43). 

27. Regarding claims 2 and 1 1 , Deiss disclosed the method and system wherein the 
conditional block comprises for at least one message of the chain if this message can, 
or must, or must not have been processed first (see column 5, lines 32-43). 

28. Regarding claim 3, Deiss disclosed the method and system wherein it comprises 
the step of managing a table in the subscriber database containing an information 
representing the pr6cessing state of each member of the chain (see column 8, lines 11- 
20), and to update said table every time that a member of the chain is processed (see 
column 8, lines 1 1-20), and to reset said table either on request of the managing centre, 
or after a predefined time (see column 8, lines 1 1 -20). 

29. Regarding 'cfaim 4, Deiss disclosed the method and system wherein the 
subscriber database is connected to a subscriber unit and in that it comprises the step 
of memorizing the management messages In a memory of the subscriber unit and to 
present them on request to the subscriber database (see column 3, line 66 through 
column 4, line 67 J. * 
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.30. Regarding claims 5 and 13, Deiss disclosed the method and system wherein it 
comprises the step of memorizing in series the incoming messages, each Incoming 
message causing the Increase of a stack pointer of incoming messages, and to allow a 
direct access of the messages requested by the subscriber database (see column 4, 
lines 11-25; column 8, lines 1 1-20; column 9, lines 56-63). 

31. Regarding claim 6, Deiss disclosed the method and system wherein the memory 
in the subscriber uqit is configured as a serial memory buffer having a fixed length (see 
column 4, lines 12-25; column 8, lines 11-20). 

.32: - Regarding claim 7, Deiss disclosed the method and system wherein it comprises 
the step of receiving in the subscriber database, a message member of a chain, and to 
allocate in the subspriber unit, the memory necessary for receiving all the member of 
this chain (see column 4, lines 1 1-25; column 8, lines 1 1-20; column 9, lines 56-63). 

33. Regarding claim 8, Deiss disclosed the method and system wherein it comprises 
the step of requesting the composition by the subscriber module of a managing 
message describing its software and hardware resources and in sending said message, 
either to the subscriber database or to the management centre (see column 4, lines 42- 
67). 

34. Regarding claim 9, Deiss disclosed the method and system wherein this request 
is transmitted, either by the management centre under the form of a management 
message, or by the subscriber database under the form of an instruction by the I/O line 
(see column 4, lines 42-67). 



I 
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35. Regarding claim 12, Deiss disclosed the method and system wherein the security 
module includes a message manager able to store in a memory the state of the 
processing of each message of the chain, and that it includes comparison means of this 
state with the conditions mentioned in the conditional block of the message currently 
processed (see column 4, lines 1 1-25; column 8, lines 1 1-20; column 9, lines 56-63). 
.36. Regarding claim 14, DeIss disclosed the method and system wherein the 
subscriber unit includes a connection line towards the security module and it includes 
means to determine the size of the memory according to the instructions received from ' 
the security module, and to means to reply to the security module with the composition 
of a managing message (see column 3, line 66 through column 4, line 67) 
37. Regarding claim 15, Deiss disclosed the method and system wherein the 
subscriber unit includes a selection module allowing to connect the separator of 
management messages (see column 4, lines 33-41 ), the processing center of the 
subscriber module (see column 4, lines 33-41), the security module and the memory 
(see column 4, lines 12-32), and means to recognize the management message 
destined only to the processing center and fonwarding by the selection module these 
messages only towards the processing center (see column 4, lines 12-41 ). 

Response to Arguments 
• 38. Applicant's arguments filed 10/07/05 have been fully considered but they are not 
persuasive. 
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39. Examiner acknowledges Applicant's amendments to the Oath/Declaration and 
Drawings in overcoming previous objections. The objections have been withdrawn. 

40. Regarding the newly submitted Specification, the Specification has been 
reviewed and has been found to contain no new matter. However, the Specification is 
replete with temns and phrases which are not clear, concise, and exact. The 
Specification does not readily and clearly allow one of ordinary skill to make and use the 
invention set forth by the claims as the language is not in proper idiomatic English. 
Objections to the Specification are maintained as detailed above. 

41. Additionally, amended claims 1 -1 5 are rejected under 35 U.S.C. 1 12 as the 
Specification is not adequate in supporting the subject matter set forth by the limitations. . 
Furthermore, the claims as presented contain insufFident antecedent basis for many of 
the terms used throughout and it is unclear as to what Applicant is claiming as the 
invention. 

42. Finally, in the interest of compact prosecution, a prior art rejection of the clainre 
has been nfiade under 35 U.S.C. 102(b) as detailed above. 

Conclusion 

. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Campinos et al. (U.S. Pat. No. 6,532,539) 
Newby et al. (U.S. Pat. No. 5,796,829) 
: Gercekd et al. (U.S. Pat. No. 6,354,500) 
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Li et al. (U.S. Pat. No. 6,192.427) 

Sheldricl< et ^1. (EP 0893921 Al ) 

Declerck (EP 0964572 Al ) 
. Bridgewateretal. (EP 0679028 A2) 

Any inquiry concerning this communleation or earlier communications from the 
examiner should bd directed to Joseph R. Maniwang whose telephone number is (571) 
272-3928. The examiner can normally be reached on Mon-Fri 8:00-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David A. Wiley can be reached on (571) 272-3923. The fax phone number 
for the organization' where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status informatioh l^or unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you haS/e questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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